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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 1, 3-9, and 17-18 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

3. Claim 1 recites "a first layer", "a second layer", "a third layer", "an outer edge of the 
second layer", and "an outer side edge of the first layer" that do not appear to have support in the 
originally filed specification. 

4. Claim 1 recites "second layer and the third layer are laminated without a gap 
therebetween". The cited phraseology clearly signifies a "negative" or "exclusionary" limitation 
for which the applicants have no support in the original disclosure. Negative limitations in a 
claim which do not appear in the specification as filed introduce new concepts and violate the 
description requirement of 35 USC 1 12, first paragraph, Ex Parte Grasselli, Suresh, and Miller, 
231 USPQ 393, 394 (Bd. Pat. App. and Inter. 1983); 783 F. 2d 453. 

5. Claim 17 recites "a fourth layer" that does not appear to have support in the originally 
filed specification. 
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6. Claim 18 recites "the second layer further including a second adhesive layer" that does 
not appear to have support in the originally filed specification. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1 and 3-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

9. Claim 1 recites "an outer side edge of the second layer" in the last line of the claim which 
is confusing because it is not clear how the first recited outer side edge of the second layer could 
be located on the inside of itself. For the purpose of examination, the last line of the claim is 
considered to recite "an outer side edge of the third layer". 

Claim Rejections - 35 USC §102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

11. Claims 1, 3-4, 9, and 18-20 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Miyazawa et al. (U.S. Patent Application Publication No. 2002/0191287). 

12. Regarding claim 1 , Miyazawa teaches an adhesive optical film (polarization plate with 
adhesive, paragraphs [0101]-[0103]) comprising a first layer including a first optical film 
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provided (protection plate 423, paragraph [0077]), a second layer (adhesives 424 and 425, 
paragraphs [0081] and [0086]) including a first adhesive layer (silicone adhesive 424, paragraph 
[0081]), and a third layer of a second optical film (base plate 421, paragraph [0079]), wherein the 
second layer inherently has a first surface and a second surface opposite to the first surface (Fig. 
3) wherein the first layer is adhered to the first surface of the second layer and the third layer is 
adhered to the second surface of the second layer so that the first layer, the second layer and the 
third layer are laminated without a gap therebetween (Fig. 3 - see far right portion of the device), 
wherein at least a portion of an outer side edge of the second layer is located on the inside of an 
outer side edge of the first layer and located on the inside of an outer side edge of the second 
layer of a second (Figs 3 and 7). 

13. Regarding claim 3, Miyazawa teaches an adhesive optical film (polarization plate with 
adhesive, paragraphs [0101]-[0103]) wherein the portion of the outer side edge of the second 
layer extends to the vicinity of the outer side edge of the first layer in cross section (Figs 3 and 
7). 

14. Regarding claim 4, Miyazawa teaches an adhesive optical film (polarization plate with 
adhesive, paragraphs [0101]-[0103]) wherein a cross section of the outer side edge of the second 
layer has a concave shape (silicone adhesive 424, Fig. 7). 

15. Regarding claim 9, Miyazawa teaches an image display device (liquid crystal panels, 
paragraph [0135]) comprising the adhesive optical film (polarization plate with adhesive, 
paragraphs [0101]-[0103]). 

16. Regarding claim 18, Miyazawa teaches wherein the second layer (adhesives 424 and 425, 
paragraphs [0081] and [0086]) further including a second adhesive layer (spacer 425, paragraph 
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[0086]) on the first adhesive layer, and wherein the first adhesive layer has the first surface to 
which the first layer is adhered and the second adhesive layer has the second surface to which the 
third layer is adhered. 

17. The recitation "laminated" is a process claim. It is noted that "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process", In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Further, "although produced by a different process, the burden shifts to applicant to come 
forward with evidence establishing an unobvious difference between the claimed product and the 
prior art product", In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983). See 
MPEP2113. 

18. Therefore, absent evidence of criticality regarding the presently claimed process and 
given that Miyazawa meets the requirements of the claimed adhesive optical film, Miyazawa 
clearly meets the requirements of present claims. 

19. Regarding claim 19, Miyazawa teaches wherein the first optical film (protection plate 
423, paragraph [0077]) is a protective film. 

20. Regarding claim 20, Miyazawa teaches wherein the second optical film (base plate 421, 
paragraph [0079]) is a protective film. 
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Claim Rejections - 35 USC § 103 

21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

22. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

23. Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miyazawa et 
al. (U.S. Patent Application Publication No. 2002/0191287). 

24. Miyazawa et al. is relied upon as disclosed above. 

25. Regarding claims 4-8, the claimed limitations are regarded as changes in shape and are 
generally recognized as a design choice and as being within the level of ordinary skill in the art, 
absent unexpected results. In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). MPEP 
2144.04 (IV). 

26. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to vary the shape and amount of adhesive in the adhesive optical film of Miyazawa to control the 
strength or tightness of adhesion and internal sealability (paragraph [0110]). 
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27. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Atagi 
(JP2000214324A) in view of Miyazawa et al. (U.S. Patent Application Publication No. 
2002/0191287). 

28. Regarding claim 1, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0007]) comprising a first layer including a first optical film (optical film 1 or phase difference 
film 24, paragraphs [0012] and [0025]), a second layer including a first adhesive layer (adhesive 
layer 2 or pressure sensitive adhesive 23, paragraphs [0012] and [0025]), a third layer of a 
second optical film (TAC films 21 or 22, paragraphs [0009] and [0025]) wherein the second 
layer inherently has a first surface and a second surface opposite to the first surface (Figs. 1 and 
6) wherein the first layer is adhered to the first surface of the second layer and the third layer is 
adhered to the second surface of the second layer so that the first layer, the second layer and the 
third layer are laminated without a gap therebetween (Fig. 6), and wherein at least a portion of an 
outer side edge of the second layer is located on the inside of an outer side edge of the third layer 
(pressure sensitive adhesive 23 and TAC film 22, Fig. 6). 

29. Atagi fails to teach wherein at least a portion of an outer side edge of the second layer is 
located on the inside of an outer side edge of the first layer. 

30. However, Miyazawa teaches an adhesive optical film (polarization plate with adhesive, 
paragraphs [0101]-[0103]) comprising a second layer (silicone adhesive 424, paragraph[0081]) 
wherein at least a portion of an outer side edge of the second layer is located on the inside of an 
outer side edge of a first layer (protection plate, paragraph [0077]) and located on the inside of an 
outer side edge of a third layer (base plate 421, paragraph [0079], Figs 3 and 7). 
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31. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to include at least a portion of an outer side edge of the second layer of Miyazawa located on the 
inside of an outer side edge of a first layer and located on the inside of an outer side edge of a 
third layer for increased adhesion area and tight adhesion (Miyazawa, paragraph [0110]). 

32. Regarding claim 2, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0016]) further comprising a second adhesive layer (pressure sensitive adhesive layer 23, 
paragraph [0025]) (Fig. 6). 

33. Regarding claim 3, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0012]) wherein a portion of the inside edge in cross section (edge of adhesive 2, paragraph 
[0007]) extends to the vicinity of the edge line of the first optical film (edge of phase difference 
film 24, paragraph [0025]) (Fig. 6). 

34. Regarding claims 4 and 5, Atagi fails to disclose an adhesive-type optical film (optical 
film 3) having the claimed convex and concave shapes of the inside edge of the adhesive. 

35. However, regarding claim 4, Miyazawa teaches an adhesive optical film (polarization 
plate with adhesive, paragraphs [0101]-[0103]) wherein the inside edge has a concave edge 
(silicone adhesive 424, Fig. 7). 

36. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to vary the shape of adhesive in the adhesive optical film of Miyazawa to control the strength or 
tightness of adhesion and internal sealability (paragraph [0110]). 

37. Furthermore, the claimed limitations are regarded as changes in shape and are generally 
recognized as a design choice and as being within the level of ordinary skill in the art, absent 
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unexpected results. In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). MPEP 2144.04 
(IV). 

38. Regarding claim 6, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0012]) wherein the field of the first optical film projected from the adhesive layer's end face 
may be along the entire perimeter of the first film (paragraphs [0013]-[0016]) which corresponds 
to the inside edge being formed on at least one-half of the total perimeter of the adhesive layer. 

39. Regarding claim 7, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0012]) wherein the inside edge is formed on the whole of the edge line of the first adhesive 
layer (Fig. 6). 

40. Regarding claim 8, Atagi teaches an adhesive optical film (optical film 3, paragraph 
[0012]) wherein a distance between the inside edge and the edge line of the first optical film is at 
most about 150 um (paragraph [0013]) which overlaps the claimed range of 10 to 300 um. 

41. Regarding claim 9, Atagi teaches an image display device (liquid crystal display) 
comprising the adhesive optical film (optical film 3, paragraph [0012]) (paragraph [0002]). 

42. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Miyazawa et al. 
(U.S. Patent Application Publication No. 2002/0191287) in view of Atagi (JP2000214324A). 

43. Miyazawa et al. is relied upon as disclosed above. 

44. Miyazawa et al. fails to teach a fourth layer on a first surface of the first layer. 

45. However, Atagi teaches an adhesive optical film (optical film 3, paragraph [0007]) 
comprising first layer (optical film 1 or phase difference film 24, paragraphs [0012] and [0025]) 
intrinsically having a first surface and a second surface opposite to the first surface, and second 
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layer including a first adhesive film (adhesive layer 2 or pressure sensitive adhesive 23, 
paragraphs [0012] and [0025]), and a fourth layer including a second adhesive layer (adhesive 
layer 2 or pressure sensitive adhesive 23, paragraphs [0012] and [0025]), wherein the fourth 
layer is adhered to the first surface of the first layer and the second layer is adhered the second 
surface of the first layer (See Fig. 6). 

46. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to provide a fourth layer including a second adhesive layer on the first surface of the first layer of 
Miyazawa for adhering the adhesive optical film to a surface such as a film in a liquid crystal 
display (paragraphs [0002] and [0005], Fig. 6). 

47. The recitation "laminated" is a process claim. It is noted that "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process", In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Further, "although produced by a different process, the burden shifts to applicant to come 
forward with evidence establishing an unobvious difference between the claimed product and the 
prior art product", In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983). See 
MPEP2113. 

48. Therefore, absent evidence of criticality regarding the presently claimed process and 
given that Atagi meets the requirements of the claimed adhesive optical film, Atagi clearly meets 
the requirements of present claims. 
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Response to Arguments 

49. Applicants' arguments filed 16 February 2010 have been fully considered but they are 
not persuasive. 

50. Applicants amended claims to include a first, second, and third layer in claim 1, cancelled 
claim 2, and added new claims 17-20. 

5 1 . Applicants argue that Miyazawa does not teach claim 1 , namely "the silicon adhesive 424 
of Miyazawa does not constitute one layer" and its "outer side edge is outwardly projected from 
the outer side edge of the base plate 421". 

52. However, the silicon adhesive 424 of Miyazawa is a layer as seen in Fig. 3. Fig. 3 below 
clearly shows that at least a portion of an outer side edge of the second layer is located on the 
inside of an outer side edge of the third layer. 

FIG. 3 
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53. Applicants argue that regarding the request for a declaration or affidavit to show the 
difference between the punching edge type of Atagi and the adhesive inside edge of the presently 
claimed invention, "since Atagi is a patent publication and Applicants' specification is a sworn 
document, there is no logical basis for requesting the information, which has already be sworn to, 
be presented in declaration or affidavit." 

54. It is agreed that Applicants' specification and provided information are sworn documents. 
However, it is the Examiner's position that a declaration is needed to provide evidence that the 
punching edge type of Atagi is not equivalent to the presently claimed adhesive inside edge as 
argued by applicants. 

Conclusion 

55. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

56. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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57. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHENG YUAN HUANG whose telephone number is (571) 270- 
7387. The examiner can normally be reached on Monday-Thursday from 8 AM to 4 PM. 

58. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho, can be reached at 571-272-1 123. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

59. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/C. H./ 

Cheng Yuan Huang 
Examiner, Art Unit 1787 
April 16, 2010 
/Callie E. Shosho/ 

Supervisory Patent Examiner, Art Unit 1787 



